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Art Unit: 1751 

This application is a CON of S.N. 09/858,439 (filed 
05/16/01, now ABN) , which application is a CON of S.N. 
09/125,797 (filed 12/03/98, now U.S. 6,319,428). The 
preliminary amendment filed 02/27/04 is entered. Claim 1 is 
currently pending. 

Applicant should update the CON data appearing at page 1 of 
the specification. 

The IDS filed 01/08/07 has been considered. 

Acknowledgment is made of applicants claim for foreign 
priority under 35 U.S.C. 119 (a) -(d) . The certified copy has 
been filed in parent Application No. 09/125,797, filed on 
12/03/98. 

The examiner will consider information which has been 
considered by the Office in a parent application when examining: 

(A) a continuation application filed under 37 C.F.R. §1. 53(b), 

(B) a divisional application filed under 37 CFR 1.53(b), or (C) 
a continuation- in-part application filed under 37 CFR 1.53(b). 
A listing of the information need not be resubmitted in the 
continuing application unless the applicant desires the 
information to be printed on the patent. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 
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The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 

At each occurrence in the instant claim, applicant should 
amend the terminology "possibly" to --optionally--. 

The terminology "including" and "such as" in claim 1 is 
considered exemplary and therefore indefinite. See MPEP 
2173.05(d). Correction is required. 

Also, in order to conform to current U.S. practice, 

applicant should amend each recited Markush group to -selected 

from the group consisting of--. 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness -type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have. been obvious over, the reference claim(s) . See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claim 1 is rejected on the ground of nonstatutory 

obviousness -type double patenting as being unpatentable over 
claims 15-21, 30-46 of U.S. Patent No. 6,319,428. Although the 
conflicting claims are not identical, they are not patentably 
distinct from each other because both the instant claim and the 
claims of 6,319,428 are drawn to ionic compounds consisting of 
cation/anionic amide or salts thereof. The instant claims are 
merely broader in scope if failing to require the presence of 
solvent . 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
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invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 

considering patentability of the claims under 35 U.S.C. 103(a), 

the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered 

therein were made absent any evidence to the contrary. 



Applicant is advised of the obligation under 37 CFR 1.56 to 
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point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claim 1 is rejected under 35 U.S.C. 102(b) as anticipated 
by either Banks et al (N-Halogeno Compounds...) or Petrov et al 
(Synthesis of polyfluoro-2-alkanesulfonyl-3,3- 
dialkyloxaziridines) .. 

Banks et al disclose perf luoro- (N-f luoro-N- (4-pyridyl) - 
methanesulf onamide) compound useful as a fluorinating agent 
(Abstract; page 2 98, compound 1) . 

Petrov et al disclose polyf luoro-2 -alkanesulf onyl-3 , 3- 
dialkyloxaziridines (Abstract) . Method B, production of 
(CF3) 2 C (OC 2 H5)N(H) SO2C4F9, appears to anticipate the above listed 
claims. 

The references are anticipatory. 

Claim 1 is rejected under 35 U.S.C. 102(b) as anticipated 
by Lis et al (Synthesis and Antiarrhythmic Activity. . .) . 

Lis discloses imidazolium salts useful as antiarrhythmic 
agents (Abstract) . The compounds disclosed in Table I, no. 12, 
and Table II, no. 21 (page 698), anticipate the above listed 
claim. 
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Claim 1 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 731518. 

EP'518 discloses electrolyte compositions containing 
various perf luoroalkylsulf onate salts (Abstract) . The compounds 
disclosed in formula 1-2, when X is selected to be -NS02Rf3, 
appear to meet each of the claim limitations (page 2) . Note 
that M may any of the recited cations (page 3), and EP'518 
teaches each of the instant electrochemical cell and solvent 
features (page 4, lines 40-47; page 5, lines 50-58; page 6, 
lines 7-18 and 53-59) . 

Although not disclosed in an inventive example, it would 
have been obvious to the skilled artisan at the time the 
invention was made to produce the instantly claimed ionic 
compound since EP'518 clearly teaches ionic slats within the 
scope of the instant claims. To establish a prima facie case 
of obviousness in a genus - species chemical composition 
situation, as in any other 35 U.S.C. § 103 case, it is essential 
that Office personnel find some motivation or suggestion to make 
the claimed invention in light of the prior art teachings. See, 
e.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 
(Fed. Cir. 1996) ( n [T]he mere possibility that one of the esters 
or the active methylene group - containing compounds . . . could 
be modified or replaced such that its use would lead to the 
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specific sulf oalkylated resin recited in claim 8 does not make 
the process recited in < claim 8 obvious "unless the prior art 
suggested the desirability of [such a] modification' or 
replacement . " ) (quoting In re Gordon, 733 F.2d 900, 902, 221 
USPQ 1125, 1127 (Fed. Cir. 1984); In re Vaeck, 947 F.2d 488, 
493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) ("[A] proper analysis 
under § 103 requires, inter alia, consideration of . . . whether 
the prior art would have suggested to those of ordinary skill in 
the art that they should make the claimed composition or device, 
or carry out the claimed process.") . In order to find such 
motivation or suggestion there should be a reasonable 1 ikel ihood 
that the claimed invention would have the properties disclosed 
by the prior art teachings . The prior art disclosure may be 
express, implicit, or inherent. Regardless of the type of 
disclosure, the prior art must provide some motivation to one of 
ordinary skill in the art to make the claimed invention in order 
to support a conclusion of obviousness. See, e.g., Vaeck, 947 
F.2d at 493, 20 USPQ2d at 1442 (A proper obviousness analysis 
requires consideration of "whether the prior art would also have 
revealed that in so making or carrying out [the claimed 
invention] , those of ordinary skill would have a reasonable 
expectation of success."); In re Dow Chemical Co. , 837 F.2d 
469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988) ("The consistent 
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criterion for determination of obviousness is whether the prior 
art would have suggested to one of ordinary skill in the art 
that this process should be carried out and would have a 
reasonable likelihood of success, viewed in the light of the 
prior art."); Hodosh v. Block Drug Co. , 786 F.2d 1136, 1143 
n.5, 229 USPQ 182, 187 n.5 (Fed. Cir.), cert, denied , 479 U.S. 
827 (1986) . 

Claim 1 is rejected under 35 U.S.C. 102(e) as anticipated 
by Pohmer et al (5,502,251). 

Pohmer et al discloses imide salts. The salts of formula 
(I) (Abstract; Col 2), when m is 0, Rf is Cl-2 fluoroalkyl, Yl 
and Y2 are S02 and Rh is alkyl, meet each of the above listed 
claim limitations. Note also that Pohmer discloses antistatic 
use (Col 1, lines 15-20), and the addition of solvent (Col 6; 
Col 7) . 

The reference is anticipatory. 

Claim 1 is rejected under 35 U.S.C. 102(e) as anticipated 
by Everaerts et al (5,851,376). 

Everaerts discloses free-radically polymerizable 
compositions containing salt conductivity enhancers. The salts 
listed in formula (I) (Col 9), when Rf is Cl-2 fluoroalkyl, and 
X is S02R or S02Rf , meet each of the above listed claim 
limitations. Note also that Everaerts discloses antistatic use 
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(Col 4, lines 40-45), and the addition of solvent (Col 13, lines 
10-25) . 

The reference is anticipatory. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

The remaining references ■ listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday. - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Douglas McGinty can be 
reached on (571) 272-1029. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300 . 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 

Mark Kopec 
Primary Examiner 
Art Unit 1751 

MK 

March 30, 2007 



